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REMARKS/ARGUMENTS 

Claims 12-17 and 24-29 are pending in this Application. 

The Examiner is reminded that in an Information Disclosure Statement filed on July 9, 
2010 that Applicant cited co-pending U.S. Patent Application No. 12/829,413 to bring to the 
attention of the Examiner and have the Examiner consider the subject matter and claims of the 
co-pending U.S. Patent Application, the prior art references, Office Actions, and Applicant's 
responses to the Office Actions made of record in the co-pending U.S. Patent Application. 
Applicant respectfully requests that the Examiner update his review and consideration of the 
claims of the co-pending U.S. Patent Application, the prior art references, Office Actions, and 
Applicant's responses to the Office Actions made of record in the co-pending U.S. Patent 
Application. 

Applicant's counsel greatly appreciates the courtesies extended by the Examiner in the 
telephone interviews of October 28 and November 1, 2010. The Examiner agreed that 
Applicant's specification supports the feature of "the brazing foil being composed of a Cu-Ni 
alloy essentially comprising not less than about 17 mass% and not greater than about 20 mass% 
of Ni" as recited in Applicant's claim 12 and as similarly recited in Applicant's claim 24. The 
Examiner also agreed that the translation of Hasegawa et al. (JP 2003-145290) that was relied 
on in the prior art rejections was incorrect and agreed to obtain a new translation. 

At the end of the interview on November 1, 2010, the Examiner alleged that EP 1 068 
924 teaches a Cu-Ni alloy with 20wt% of Ni, for example, in col. 9 and I. 4 and col. 10, I. 39. 
However, the Examiner failed to address the other features recited in Applicant's claims 12 and 
24 or explain how or why this alleged teaching of EP 1 068 924 could be combined with the 
teachings of the other prior art references relied on to reject Applicant's claims. Further, EP 1 
068 924 correspond to JP 3350667 B, which is discussed in paragraph [0004] of Applicant's 
substitute specification. 

The Examiner rejected claims 12-17 and 24-29 under 35 U.S.C. § 112, first paragraph as 
allegedly containing subject matter that was not described in the specification in such a way as 
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to reasonably convey to one skill in the relevant art that the inventors, at the time of the 
application was filed, had possession of the claimed invention. 

In the Amendment filed June 4, 2010, Applicant amended claim 12 to recite the feature 
of "the brazing material-foil being composed of a Cu-Ni alloy essentially comprising not less 
than about 4r047j7iass% and not greater than about 20 mass% of Ni." Applicant amended claim 
24 in a similar manner. 

The Examiner alleged that Applicant's substitute specification does not support "not less 
than about 17 mass%" and that Table 1 of Applicant's substitute specification only provides 
support for "exactly" 17 mass%. 

Paragraph [0033] of Applicant's substitute specification in combination with Samples 
Nos. 2-5 in Table 1 on page 24 of Applicant's substitute specification provides support for "not 
less than about 17 mass%." Paragraph [0033] of Applicant's substitute specification states, "The 
brazing material layer 14 is preferably composed of a Cu-Ni alloy essentially including Ni in a 
proportion of not smaller than about 10% and not greater than about 20%." 

The first paragraph of MPEP § 2163.05(111) states: 

With respect to changing numerical range limitations, the analysis must 
take into account which ranges one skilled in the art would consider inherently 
supported by the discussion in the original disclosure. In the decision in In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976), the ranges described in the 
original specification included a range of "25%-60%" and specific examples of 
"36%" and "50%." A corresponding new claim limitation to "at least 35%" did not 
meet the description requirement because the phrase "at least" had no upper 
limit and caused the claim to read literally on embodiments outside the "25% to 
60%" range, however a limitation to "between 35% and 60%" did meet the 
description requirement. 

Just as Wertheim's disclosure of "a range of 25%-60%" and the specific examples of "36%" and 

"50%" supports "a range of 35% and 60%," so too does Applicant's disclosure of a range of "not 

smaller than about 10% and not greater than about 20%" and a specific example of "17%" 

supports the range of "not less than about 17 mass% and not greater than about 20 mass% of 

Ni" as recited in Applicant's claim 12 and as similarly recited in Applicant's claims 24. 
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Accordingly, Applicant respectfully requests reconsideration and withdrawal of the 
rejection of claims 12-17 and 24-29 under 35 U.S.C. § 112, first paragraph. 

On page 3 of the outstanding Office Action, the Examiner rejected claims 12-15 and 25- 
27 under 35 U.S.C. § 103(a) as being unpatentable over Hasegawa et al. (JP 2003-145290) in 
view of Yasui et al. (U.S. 5,289,965). On page 8 of the Office Action, the Examiner rejected 
claims 24-27 under 35 U.S.C. § 103(a) as being unpatentable over Hasegawa et al. On page 8 of 
the Office Action, the Examiner rejected claims 16, 17, 28, and 29 under 35 U.S.C. § 103(a) as 
being unpatentable over Hasegawa et al. and Yasui et al. and in further view of Ishio et al. (EP 1 
068 924). 

Applicant respectfully traverses the rejection of claims 12-17 and 24-29. 
Applicant's claim 12 recites: 

A brazing method for brazing a first member and a second member to be 
joined via a braze joint, the method comprising the steps of: 

preparing the first member and a brazing foil, the first member including 
a base plate composed of a ferrous material and a diffusion suppressing layer 
laminated on the base plate for suppressing diffusion of Fe atoms into the braze 
joint from the base plate during the brazing, the diffusion suppressing layer 
being composed of a Ni-Cr alloy essentially comprising not less than about 15 
mass% and not greater than about 40 mass% of Cr, the brazing foil being 
composed of a Cu-Ni alloy essentially comprising not less than about 17 mass% 
and not greater than about 20 mass% of Ni; 

assembling the first and second members into a temporary assembly 
with the brazing foil disposed between the diffusion suppressing layer of the first 
member and the second member; 

performing a brazing process by maintaining the temporary assembly at a 
brazing temperature of not less than about 1,200°C to fuse the brazing foil and 
diffuse Ni atoms and Cr atoms into the fused brazing foil from the diffusion 
suppressing layer to form the braze joint, causing the resulting brazing material 
of the braze joint to have a higher melting point than the brazing temperature to 
self-solidify all of the brazing material of the braze joint, wherein the braze joint 
is free from segregated solidification and is composed of a Cu-Ni-Cr alloy 
comprising not less than about 34 mass% of Ni and not less than about 10 mass% 
of Cr; and 

cooling the resulting assembly, (emphasis added) 
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Applicant's claim 24 recites features that are similar to the above emphasized features 
recited in Applicant's claim 12. 

The Examiner alleged that paragraph [0011] of Hasegawa et al. teaches the feature of 
"the brazing foil being composed of a Cu-Ni alloy essentially comprising not less than about 17 
mass% and not greater than about 20 mass% of Ni" recited in Applicant's claim 12 and as 
similarly recited in Applicant's claim 24. Applicant's claim 24 recites "brazing material layer" 
instead of "brazing foil." 

Applicant respectfully disagrees because the Examiner has based this allegation on 
portions of Hasegawa that were incorrectly translated. 

In Applicant's specification, "a brazing foil" as recited in Applicant's claim 12, and 
"brazing material layer" as recited in Applicant's claim 24, is made of a brazing material equal to 
a brazing filler metal before brazing. 

"A braze joint" as recited in Applicant's claims 12 and 24 is formed by fusing the brazing 
foil or the brazing material layer and diffused Ni atoms and Cr atoms into the fused brazing foil 
or the brazing material layer while brazing and solidified after brazing, as explained, for 
example, Applicant's claim 12 or 24 and paragraph [0009] of Applicant's substitute 
specification. That is, "a braze joint" recited in Applicant's claims 12 and 24 refers to a brazed 
part after brazing. 

The English translation of Hasegawa et al. relied upon by the Examiner confuses these 
two terms. The Japanese term "(CU^)6 (read as "(Cu kei) rouzai" in Japanese) used in 
Hasegawa et al. is translated as "a (Cu-based or Cu) brazing filler metal" that most closely 
corresponds to the brazing material of the brazing foil or the brazing material layer as recited in 
Applicant's claims 12 and 24. 

The Japanese term "6 O (read as "rouzai-bu" in Japanese) used in Hasegawa et 
al. is translated as "a brazing filler metal part" that most closely corresponds to the braze joint 
as recited in Applicant's claims 12 and 24. 
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The English translation of Hasegawa et al. that the Examiner has relied upon confuses 
"(CU^) h O W ("a (Cu-based or Cu) brazing filler metal") and "h o *W ("a brazing filler 
metal part"). 

A brazing filler metal part as used in Hasegawa et al. clearly means a braze joint, as 
explained in paragraph [0011] of Hasegawa et al. Further, paragraphs [0006] and [0007] of 
Hasegawa et al. further explain that the brazing filler metal part corresponds to the braze joint. 

The "Means for Solving the Problem" section (paragraphs [0006]-[0015], including 
paragraph [0011] that the Examiner relied upon) of Hasegawa et al. includes numerous 
translations errors. Applicant has prepared two marked-up documents that show the locations 
of the translations errors. 

The first document is the Japanese language Hasegawa et al. in which all instances of 
"(Cu^)6 0$S" and "h o WpP" are accompanied with a reference number 1-25. The instances 
of "(Cu^)5 O W are boxed with rectangles, and the instances of "h O WnP" are underlined. 

The second document is the English translation of Hasegawa et al. in which the same 
reference numbers, underlines, and rectangular boxes are included but with respect to the 
translated English terms corresponding to "{Cu3k)h offi" and "h O Wnfl." 

Comparing the Japanese terms with the corresponding English terms with the same 
reference number reveals the mistakes in the English translation of Hasegawa et al. 

All of the translated English terms in paragraphs [0006]-[0009] of Hasegawa et al. are 
correct. However, there are many mistakenly translated English terms in paragraphs [0010]- 
[0015]. Specifically the English terms with reference numbers 14, 15, 17, 19, 20, 21, 22, and 25 
are incorrectly translated. There are three instances of "h dttSB" in paragraph [0011] of 
Japanese language version of Hasegawa et al., but there is only one instance (reference number 
16) of "the brazing filler metal part " in the English translation of Hasegawa et al. Two instances 
(reference numbers 15 and 17) of "the brazing filler metal" in the English translation of 
Hasegawa et al. are incorrectly translated. Reference numbers 15 and 17 should have been 
translated as "the brazing filler metal part. " 
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Therefore, the feature of the brazing foil (brazing material layer) being composed of a 
Cu-Ni alloy essentially comprising not less than about 17 mass% and not greater than about 20 
mass% of Ni as recited in Applicant's claims 12 and 24 is not taught or suggested in paragraph 
[0011] of Hasegawa et al. or in any other paragraph of Hasegawa et al. Lines 5-7 of paragraph 
[0021] of English translation of Hasegawa et al. clearly describe that a Cu-Ni alloy used as a 
brazing filler metal "should contain 15% or less of Ni with the basic element of Cu for the 
balance/' 

Further, the brazing filler metal part discussed in paragraph [0011] of the English 
translation of Hasegawa et al. that the Examiner indicated is composed of a Cu-Ni-Cr alloy 
having a Cr content of 10-15% is different from the Cu-Ni alloy of which the brazing foil or 
brazing material layer of Applicant's claimed invention is composed. 

Thus, Hasegawa et al. fails to teach or suggest the feature of "the brazing foil being 
composed of a Cu-Ni alloy essentially comprising not less than about 17 mass% and not greater 
than about 20 mass% of Ni" as recited in Applicant's claim 12. 

In § 11 of the Office Action, the Examiner alleged: 

In response to the applicant's argument that specimen 12 of Hasegawa 
does not achieve the claimed lower limit of 34%, is an unacceptable joint 
because it receives a C grade and is not self-solidified, while these statements 
may be true they do not hold true for the entire ranges taught by Hasegawa. The 
specimens taught in Table 1 are but a fraction of the possibilities that could lie 
within the ranges taught by Hasegawa. Therefore, saying that the properties of a 
single example are indicative of the entire genus is neither proper nor 
persuasive. 

However, the deterioration of the corrosion resistance is not limited to Sample No. 12 of 
Hasegawa et al. As explained in lines 8-14 of paragraph [0007], lines 11 and 12 of paragraph 
[0011], lines 1-3 of paragraph [0013], and lines 1-4 of paragraph [0019] of Hasegawa et al., the 
corrosion resistance deteriorates when the Ni content of the brazing filler metal part is above 
25%. 

Further, lines 1-4 in paragraph [0019] of the English translation of Hasegawa et al. are 
incorrectly translated. The correct translation of this portion of Hasegawa et al. is: "Said Ni-Cr 
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alloy improves the corrosion resistance of the brazing filler metal fiart since about 15-4*25% of 
Ni is diffuses and solid-solves into the brazing filler metal part as formed by melting of the 
brazing filler metal layer 13 mete-during the brazing process/' The "Said Ni-Cr alloy" is a Ni-Cr 
alloy of the Fe-atom-diffusion-suppressing layer 12. No portion of Hasegawa et al. teaches that 
the brazing filler metal part has excellent corrosion resistance when the brazing filler metal part 
has a Ni content over 25%. 

The Examiner has relied upon Yasui et al. and Ishio et al. to allegedly cure various 
deficiencies in Hasegawa et al. However, Yasui et al. and Ishio et al., applied alone or in 
combination with, fail to teach or suggest the feature of "the brazing foil being composed of a 
Cu-Ni alloy essentially comprising not less than about 17 mass% and not greater than about 20 
mass% of Ni" in combination with the other features recited in Applicant's claims 12 and 24. 

Accordingly, Applicant respectfully requests reconsideration and withdrawal of the 
rejection of claim 12 under 35 U.S.C. § 103(a) as being unpatentable over Hasegawa et al. in 
view of Yasui et al. and the rejection of claim 24 under 35 U.S.C. § 103(a) as being unpatentable 
over Hasegawa et al. 

Accordingly, Applicant respectfully submits that the prior art of record, applied alone or 
in combination, fails to teach or suggest the unique combination and arrangement of elements 
recited in claims 12 and 24 of the present application. Claims 13-17 and 25-29 depend upon 
claims 12 and 24 and are therefore allowable for at least the reasons that claims 12 and 24 are 
allowable. 

In view of the foregoing remarks, Applicant respectfully submits that this application is 
in condition for allowance. Favorable consideration and prompt allowance are solicited. 
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The Commissioner is authorized to charge any shortage in fees due in connection with 
the filing of this paper, including extension of time fees, to Deposit Account No. 50-1353. 



Respectfully submitted, 



Dated: November 5, 2010 



/Peter Medley #56,125/ 
Attorneys for Applicant 



KEATING & BENNETT, LLP 

1800 Alexander Bell Drive, Suite 200 
Reston, VA 20191 



Joseph R. Keating 
Registration No. 37,368 



Telephone: (571) 313-7440 
Facsimile: (571) 313-7421 



Peter Medley 
Registration No. 56,125 
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